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Policy No:

Western Michigan University
Faculty Senate
Memorandum of Action

MOA - 19/10

Revision of the Intellectual Property Policy

RECOMMENDATION
This policy is being revised to move to the new template, update definitions, and separate royalty
distribution procedure from the policy.

RATIONALE/PURPOSE

This policy provides the criteria on the ownership and commercial development of Western
Michigan University discoveries and IP, the distribution of royalties therefrom, and on the
retention of and access to data.

This Policy establishes the basic rights and obligations relating to Intellectual Property (IP) created by
employees, students, and others connected to the University. It provides additional detail and
lmplementahon regardmg IP creatlon ownershlp, dlsposmon and transfer at the Unlver3|ty Fhis-Policy

This Policy covers: ownership, commercialization, and distribution of royalties; license
agreements; equity interests; sale of IP; and similar income generating IP agreements arising
from IP developed by WMU faculty, staff, and students and others participating in WMU
programs, along with the use and distribution of the IP in its tangible form. This Policy applies
equally to the main campus and to WMU programs at other locations. IP may be aided by or
dependent upon access to the physical or tangible embodiment of the IP, as in the case of
biological organisms, plant varieties, or computer software.

The following overview of IP rights is limited in scope. The WMU Vice President for Research and
Innovation (VPRI) or the Director, Technology and Innovation Advancement (TC) in the Office of
Research and Innovation (ORI) should be contacted for further information regarding any of
these rights.

STAKEHOLDERS

The provisions of this policy generally apply to all WMU faculty, students, staff, contractors, and
others participating in WMU programs or activities, including visitors, whose activities lead to the
development of IP. With respect to WMU employees who are members of a collective bargaining
unit at WMU, this policy applies unless it is explicitly contradicted by the applicable collective
bargaining agreement provisions. In case of conflict, the provisions of the applicable collective
bargaining agreement shall control.

HISTORY:
a) Effective date of current version: December 1, 2021
b) Date first adopted: March 1, 2007
c) Revision history: Not Applicable
d) Proposed date of next review: December 1, 2025
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CURRENT POLICY MODIFICATION (additions in bold and deletions with strikethrough):

KEY DEFINITIONS/GLOSSARY
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Intellectual Property (IP) is broadly defined in this document to include technical
innovations, inventions, creations, discoveries, Tangible Research Property (TRP), and
integrated circuit (IC) mask works, as well as computer software code. For purposes of
this Policy, IP does not include Scholarly Works as defined in this policy.

Scholarly Works are defined as traditional items of scholarly activity such as
textbooks, scholarly books, or other written documents, except for those Scholarly
Works that are prepared at the request of WMU and for which WMU is providing direct
remuneration, which shall be treated as IP for the purposes of this policy. Scholarly
Works may also be subject to the WMU-AAUP Collective Bargaining Agreement.
Patents are a grant issued by a national or a regional patent office giving an inventor
the right to exclude all others from making, using, or selling the invention within the
territory covered by the patent office’s jurisdiction, for a set period of time.

Copyrights protect a particular literary work, musical work, computer program, video
or motion picture or sound recording, photograph, sculpture, etc., in which the
“expression” is embodied, illustrated, or explained. Copyrights provide the exclusive
right to reproduce a work, prepare derivative works, distribute by sale or otherwise,
and display or perform the work publicly.

Trade and Service Mark is a word, name, symbol, or device (or any combination)
adopted by an organization to identify its goods or services and to distinguish them
from the goods and services of others.

Mask Works are a series of related images representing a predetermined, three-
dimensional pattern of metallic, insulating, or semiconducting layers of a
semiconductor chip product. In the US, Mask Work protection extends for 10 years and
gives the owner of the qualifying Mask Work exclusive rights to its exploitation.
Tangible Research Property (TRP) are those research results that are in a tangible
form as distinct from intangible (or intellectual) property. Examples of TRP include
integrated circuit chips, computer software, biological organisms, engineering
prototypes, engineering drawings, and other property that can be physically
distributed.

Trade Secrets is a secret that is used in business and that gives the owner of the
secret a competitive edge over others. This is also referred to as proprietary
information. Protection for trade secret IP remains legally valid only as long as a trade
secret is maintained as a secret as defined by federal law.

Data are factual information derived from sponsored research projects or
experimentation used as a basis for reasoning, calculation, or discussion.

Research Record is data or results associated with IP that embody the facts resulting
from scientific inquiry, and includes the data leading to the production of such
materials as laboratory records, both physical and electronic, research proposals,
progress reports, abstracts, theses, oral presentations, internal reports, and journal
articles.

Inventor(s) is/are any individual(s) who has made a material contribution to an
invention as defined under US patent laws, meaning they must have contributed to the
conception of the ideas claimed in the patent.

For TRP, an inventor has taken part in the conception of the IP, or has participated
significantly in making the material (but only where making the material was not a
routine or known practice); and who has fully disclosed the IP to and has assigned any
right(s) of ownership in the IP to WMU.

Creator(s) is/are any individual(s) who has contributed materially to the conception,
operation or design thereof, or has contributed extensively in translating the idea into
a fixed medium for software, other copyrightable subject matter and trade/service
marks.
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Net Revenue is the gross revenues received from a revenue generating IP agreement
minus direct expenses for patenting and/or marketing costs for the IP. Patenting and
marketing costs will only include direct costs for filing and maintaining IP applications
or registrations and for direct marketing costs attributed to specific IP.

Applicable Collective Bargaining Agreement is the collective bargaining agreement
that was in effect at the time of disclosure of the invention or at the time of the
effective date for agreements involving IP, whichever date is later.

Principal Investigator (PI) is the WMU employee directing the activity that leads to the
creation of research records. For research activities performed in partial fulfillment of
a thesis or dissertation, the thesis committee chair will be considered the Pl or, if the
chair is not a WMU faculty member, a WMU thesis committee member will be
appointed to this role by the committee.

Work for Hire is a work prepared by an employee within the scope of their
employment, or a work specially ordered or commissioned by the University.

WMU Intellectual Property Policy Statements

The prompt and open dissemination of the results of WMU research and the free exchange of
information among scholars are essential to the fulfillment of WMU's obligations as an
institution committed to excellence in education and research. Further, it has long been
acknowledged that the primary functions of WMU are education, research, and public
service. It is in the context of public service that WMU supports efforts directed toward
bringing the fruits of WMU research to the public use and benefit. In many cases, publication
of research results will be sufficient to transfer WMU research to the research community and
the public. ir-other-cases; itis-hecessary-to-encourage-industry-by-the-granting-of licenseor
otherrights-to-Intellectual Property To promote, economic development and provide an
additional source of unrestricted income to support research and education at WMU,
TC will grant a license or other rights to WMU IP, and will invest its resources to help
develop produsts-and-processes technologies for use by the public. These
commercialization activities are intended to co-exist with the open dissemination of research
results and information exchange among scholars. The TC Office was created to manage
and commercialize the IP of WMU.

5.1.1 Statement on The Ownership of Intellectual Property

For WMU employees who are members of the WMU chapter of the AAUP, Article-43 of

the currently applicable AAUP collective bargaining agreement sections regarding IP

shall provide control regarding ownership and royalty sharing ferintellectual-Property.

5.1.1.1 For non-bargaining unit WMU faculty, students, staff, and others participating
in WMU programs, including visitors, whose activities lead to IP (the
“Inventor(s)”), all right, title, and interest in said IP shall belong to the Board of
Trustees of Western Michigan University (the “Board”) when the activities:
51.1.2 are part of the work for which WMU is paying the individual(s)

from any source; or

51.1.3 involve the use of WMU resources.

5.1.1.2 The M¥PR VPRI may choose to waive ownership rights for IP that is derived

primarily from classroom activities. Ownership-of-lntellectual-Property-in-which
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Ferinformation-on-royaly-distribution;-see-Article 2.5. The decnsnon to waive
WMU ownership rights will require that less than $2,000 of other
University resources were expended on the activity.

5.1.1.3 In the event that WMU decides not to file for patent or other IP protection or
registration, or decides to cease commercialization activity for a-specific-case
specific IP, WMU shall agree to re-assign said IP to the Inventor(s) subject to
a negotiated IP re-assignment agreement between the parties.

5.1.1.4 All intellectual-Property IP rights acquired by WMU in the course of the
research and/or by WMU Faculty or staff prior to any move of the project from
WMU, remain with WMU, remain-with-\WMU-and;-cooperation-of- the. WMU
expects and requires that the PI, even-afterthe-move,with-\AIMU’s efforts
will cooperate with WMU’s efforts to protect, perfect interest in, and utilize
the intellectual-property IP, %expeeted—ane#equ#e%mde%#mer
agreements even after moving the project.

5.1.1.5 In cases where inventorship is in dispute, the VPRI, in consultation with

the Director of TC and after consulting relevant United States Patent and
Trademark Office definitions and guidelines, shall make a final
determination of the identity of the Inventor(s).
Statement on Ownership and External Sponsor Agreements
The above provisions on the ownership of intellectual-Property IP shall apply in all cases
unless they are inconsistent with the terms of any applicable agreement with an external
sponsor or other provider of funds, in which case WMU’s agreement with such party
shall previde control as-teng-as-both so long as an authorized WMU signatory and the
principal investigator have signed the agreement.
Statement on the Use of the WMU Name and Logo
The WMU name, logo, or other identification shall not be used in connection with any
{ntellectual-Property IP in which the WMU Board of Trustees has an interest without
prior written permission from the-treasurer-or-assistant-treasurer-of the Board Vice
President for Marketing and Strategic Communication.
Statement on Trade and Service Marks
Trade and service marks relating to goods and services developed at WMU will be
owned by the WMU Board of Trustees. They may be used only with the prior written
permission of the Vice President for Marketing and Strategic Communication.
Poliey Statement on Distribution of Income from Royalties, License Agreements, Equity
Interests, Sale of Intellectual Property and Similar Revenue Generating Intellectual
Property Agreements Associated with Intellectual Property Owned by Western Michigan
University
The distribution of royalty and equity revenue from licenses and related Intellectual
Property IP transactions is intended to incentivize faculty, staff, departmental, and
college-level participation in the commercialization of WMU IP, and also to ensure the
continued success of intellectual-property IP operations, including ©¥PR ORIl and TC
activities.
5.1.5.1 Revenues will be used to support further research and educational activities
W|thln WMU

51.5.2

saie@hnt-e#%te@#—pmpeﬁ*and—s&%a«c Revenues gene\catmg—mteueetuai
Property from agreements signed after the effective date of this policy

statement except-as-provided-for-otherwise-in-this-policy are covered by this
Policy unless specifically stated otherwise.

5.1.56.3 ORI will track and distribute net revenues on a yearly basis.

5.1.5.4 “Net Revenue” from royalties, license agreements, equity interests, sale of
intellectual property and similar revenue generating intellectual property
agreements shall be distributed according to the applicable collective
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bargaining agreement for bargaining unit employees and as negotiated for
non-bargaining unit employees.
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5.1.6 Peliey Statement on Commitment of Future Intellectual Property
{tis-the-poliey-of WMU will not to commit future Intellectual-Property IP to licensees
even where improvements to tntellestual-Property IP are anticipated. Some very
narrowly drawn exceptions may occasionally be appropriate to handle subordinate
patents and well-defined derivative works for licensed software. These exceptions are to
be determined on a case-by-case basis by the VPR VPRI.

5.1.7 Peliey Statement on Conflict of Interest (COIl) or Commitment
Any-offollowing Many factors may signify a conflict of interest, which will be taken into
account prior to waiving or licensing WMU's rights to inventors erinventorowned
companies-under-this-section-orto-authors, creators or inventor/creator owned
companies.
51.7.1

mventorlcreator holds or w1II shortly acqulre an equlty or founder's stock
and/or option position in a company, WMU may accept equity as
consideration for licensing in lieu of Net Revenue only with the prior
approval of the VPRI. The inventor/creator will be required to sign a
Conflict Avoidance Statement if a license is granted to the company in

which the inventor/creator has an equity position. This form can be
obtamed from the ORI.

5.1.7.2

WMM—m—temq&ef—twn&eFmFeeaeweieﬁept Researchers belng pald by WMU
as an employee or contractor and subject to this IP Policy will also be
subject to WMU’s COIl Policy for Employees and the Research Financial
col Policy.

5.1.7.3

pubhe All determmatlons relatlng to COI or Confllct of Commltment W|II be
made in accordance with then-applicable University conflict of
interest/commitment policies.

WMU Data Rights Statement

WMU is committed to excellence in research. Accurate and appropriate records are essential
to that commitment. Both WMU and the Principalinvestigator Pl have responsibilities and
rights concernmg access to, use of, and malntenance of ongmal research records. ThlS pollcy
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w#—beappe#%eth%rete—by—theeemmﬂtee govern those nghts and responsibilities.

5.2.1  Ownership, Retention of, and Access to Data
Whenever WMU faculty, students, and others (including visitors) are acting as agents of
the institution or have generated research under Work for Hire, the Board of Trustees
of WMU will own the research records. WMU's rights regarding research records for
projects conducted at or under its auspices or with its resources is based on both
regulations and sound management principles. WMU’s responsibilities include, but are
not limited to:
5.2.1.1 complying with the terms of approved sponsored project agreements;
5.2.1.2 ensuring the appropriate use of animals, human subjects, recombinant DNA,

etiological agents, radioactive materials, etc.;

5.2.1.3 protecting the rights of students, scholars and staff, including, but not limited to,
their rights to access data from research in which they participated;

.2.1.4 securing intellectual-property IP rights;

.2.1.5 facilitating the investigation of charges, such as scientific misconduct or conflict

of interest.

5.2.2 Collection and Retention of Data
The Pl is responsible for collecting, managing, and retaining scientific data and other
research records consistent with legal and university data/document retention
requirements. The mechanisms for research record maintenance and retention may be
determined by the PI, unless subject to other WMU policies but. Such mechanisms
must be communicated to histher the PI’s department chair or laboratory director.
Whenever-possible; Procedures should be in place for the protection of research
records in the event of a natural dlsaster or other emergency Researeh—reeerd&must—be

5
5

5.2.2.1 Records may require periods of retention longer than those specified in

WMU’s record retention guidelines or external sponsor requirements if:

5.2.2.1.1 data-mustbekeptforaslongas it is necessary to protect intellectual
property IP resulting from the activity;

5.2.2.1.2 any charges regarding the research arise, such as allegations of
scientific misconduct or conflict of interest. Such research records
must be retained until such charges are fully resolved;

5.2.2.1.3 astudent is involved in research for a PI, then research records
created by the student must be retained at least until the student’s
degree is awarded or it is clear that the student has abandoned the
work;

5.2.2.1.4 rules, regulations, laws, sponsor conditions or publishers require a
longer retention period.

5.2.3 Access to Data
When necessary to assure needed and appropriate access, WMU has-the-option-te may
take custody of the scientific data and/or research records in a manner specified by the
PR VPRI in consultation with the WMU Office of General Counsel.
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5.2.4  Transfer of Data in the Event a Researcher Leaves WMU

5.2.4.1 When an individual involved in a research project leaves WMU, they may take
copies of the research records that they generated. WMU will have access to, or
retain copies of such research records for projects continuing at WMU after the
researcher leaves.

5.2.4.2 If a Pl leaves WMU, and the grant agency rules that a project is to be moved to
another institution, ownership of the research records may be transferred to the
new institution only after the written notification to the VPR VPRI and with a
written agreement that guarantees: (1) the other institution’s acceptance of
custodial responsibilities for the research records; and (2) WMU’s access to the
records should that become necessary.

5.2.4.3 If a Pl leaves WMU, retires, or dies, original research records for completed
projects or projects not being moved to a new institution shall be maintained in a
manner specified by the VPR VPRI. Responsibility for and custody of the
research records shall first be transferred to an additionally named WMU PI.

Intellectual Property Dlsclosure and CommerCIahzatlon

In order to promote commercialization of WMU IP, WMU requires new inventions and
creations by faculty and staff to be disclosed to the TC office in ORI. TC will then
review the applicability of the invention/creation for protection through IP law, and if
applicable, will assist the WMU employees in developing the inventions and/or
creations for commercial applications.
5.3.1 Responsibility and Process
AllWMU faculty, staff, students, visitors, and others participating in WMU programs
developing trtellestual-Property IP as-defined;-shall-have-an-obligationto must
disclose IP promptly and completely to the Umversrty, using the forms and process
set forth by ORI

5.3.1.1. The ©OV/PR ORI, through TC, will be responsible for facilitating
commercialization of WMU intellectual-Property IP for public use and benefit.

Fo-accomplish-this-taskthe OBPR-willreceive-Intellectual Property
disclosures-from WMU faculty, staff, and students will provide TC with IP
disclosures. and TC will evaluate the disclosures and decide whether to
obtain proprietary protection. Further-the-OVPR TC will also be responsible
for commercial development and dissemination by identifying potential
markets and negotiating licenses or other necessary commercial
agreements.
5.3.2 Intellectual Property from Sponsored Programs

The terms of sponsored research and other agreements normally create obligations

with respect to reporting of trtellestual-Property IP, technical data, and copyrightable

works such as software. Ln—pamebﬂap%he;e%appebhgaﬁenby Inventors to must

report all ntellectual-Property IP developed under sponsored research to WMU by

submitting an trtellectual-Property IP Disclosure Form. OVPR-is-respensible-for Only
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ORI may discharge WMU's obligations to research sponsors. PI’s may not agree to
give ownership of IP to project sponsorship unless the VPRI or their designee
has approved such transfer in writing.

5.3.3 Intellectual Property from Other Programs
IP developed under WMU-administered programs, either as work-for-hire or with use of
WMU funds or facilities, should also be submitted using the Intellectual-Property IP
Disclosure Form. Independently owned or developed (i.e., created without using
WMU resources, including facilities) intellectual-Property IP need not be disclosed
unless the inventor(s) desires for the University to commercialize the technology in
exchange for givirg-up assigning ownership rights in the Intellectual-Property IP to
WMU. In such cases, the ntellectual-Property IP should be disclosed as described
above.

5.3.4 Tangible Research Property

5.3.4.1 - i
andeempe&er—seﬂwa;eean TRP may be patented or copyrlghted as

appropriate and then licensed for commercial purposes, and/or distributed for
research purposes.

5.3.4.2 Sinee Because the traditional modes of dissemination through scholarly
exchange and publication may not be fully effective for most TRP, it-ist AWMU
policy-that those research results which have tangible form should also be
promptly and openly made available to other scientists for their scientific
research, unless such distribution is inappropriate due to factors such as
safety, the need to more fully characterize or develop the TRP prior to
distribution, confidentiality, or ¢rtess such distribution is incompatible with other
obligations.

5.3.4.3 TRP may have potential commercial value as-well-as-scientific-value-and.
WMU faculty, staff, and students should make TRP available for scientific use
in a manner that will not diminish its value or inhibit its commercial
development and should seek guidance from ©VPR ORI when distributing
TRP. Fhere-are-also Other issues, such as contractual obligations to sponsors,
disclaimers of liability, and indemnity may surround TRP use. Therefore, a
Material Transfer Agreement, or similar contract, is typically needed when
distributing TRP.

5.3.4.4 TRP should alse be given an unambiguous identification code prior to
distribution. As with other forms of tntellectual-Property IP, WMU faculty, staff,
and students have an obllgat|on to d|sclose TRP.

The followmg mdmduals must promptly dlsclose Intellectual Property using the IP
Disclosure Form so as to acknowledge in writing that WMU owns the property and
WMU will lead the protection of the IP.
5.4.1.
Individuals at\WMU who:
4.3.1.1 Are employed by WMU;
4.3.1.2 Receive support from sponsored research or WMU-funded projects;
4.3.1.3 or who otherwise may be in a position to make, conceive or reduce to practice
tntellectual-Property IP or otherwise develop technology under sponsored
research or WMU-funded projects, whether or not salary or other support is
received from such prOJects or through the use of S|gn|f|cant WMU adm|n|stered
funds or facilities. a . ;

10
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Thrs form may be obtalned from the Q\AQR ORI Note that this requirement specifically
extends not only to WMU personnel but also to students V|srt|ng screntlsts feIIows or
others.

ACCOUNTABILITY — Administration of Intellectual Property

6.1 Vice President for Research and Innovation (VPRI)
The VPRI is the arbiter of any disputes issues related to ttellectual-Property IP, or the
interpretation of this policy. In unusual circumstances, the VPR VPRI may also authorize

exceptions to this rermal-procedure policy.

6.2

6.1.1

6.1.2

6.1.4

The ©OVPR ORI is responsible for the negotiation, execution, and administration of all
WMU agreements with external sponsors of research grants and contracts and for
ensuring that the rights of the sponsors in tntellectual-Property IP developed under
external grants and contracts are protected. Only individuals who have been
delegated signature authority by the Vice President of Business and Finance may
sign research grants, contracts, and other research-related agreements. The
OVPR ORI is available to assist all principal investigators and sponsored program
administrators in negotiating and interpreting intellectual-property terms of grants and
contracts.

Research priorities have precedence over Intellestual-Property IP priorities. Thus,
unless explicitly approved in writing by the VPRI, ORI will not accept any grant or
contract terms are%ebeeaeeepted that rnhrbrt the utrhzatrenJay—the pubhc s use of the

research results 3

In the event of disputes between the Inventor(s) and the ORI and/or VPRI
regarding the administration of the IP, the Provost or Provost’s designee will
adjudicate.

Additional consequences for non-compliance include possible individual
disciplinary procedures for failure to follow applicable University policies and
requirements, consistent with applicable collective bargaining agreements.

Research Misconduct

Failure to comply with the terms of this Policy and/or the Invention and Proprietary Information
Agreement may be deemed research misconduct, as defined in the Research Misconduct
Policy, or misconduct under other WMU rules or policies and shall be dealt with according to
the applicable disciplinary procedures.

RELATED PROCEDURES AND GUIDELINES

71

Inventions, Proprietary Information and Other Intellectual Property Agreement Form at

this page under the heading; “Other”;

7.2 Procedure for Distribution of Income Derived From Intellectual Property
7.3 Record Retention Guide
REFERENCES

Inventions, Proprietary Information and Other Intellectual Property Agreement Form at this

page under the heading; “Other”;

11
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Procedure for Distribution of Income Derived From Intellectual Property
Record Retention Guide

RELATED POLICIES

Research Misconduct Policy

Research Conflict of Interest Policy
Conflict of Interest Policy

AAUP Collective Bargaining Agreement

FAQs -
Q. Who should | contact regarding this policy?
A. The Director of TC within ORI.
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